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DETAILED ACTION 

Election/Restrictions 

1. Applicant's election with traverse of Group I, claims 1-5, in the reply filed on 1/30/07 is 
acknowledged. The traversal is on the ground(s) that the method inherently results in the product 
and thus a technical relationship is present between the method and product. This is not found 
persuasive because lack of unity was established between Apparatus and Method claims, not 
Product and Method. Furthermore, the Examiner never asserted that a technical relationship 
failed to exist between the Apparatus and Method claims but instead based lack of unity on the 
special technical features, which the Apparatus and Method claims share, not defining a 
contribution over the prior art (PCT Rule 13.2), as set forth in paragraph 2 of the Restriction 
Requirement dated 1/1 1/07. To reiterate: 

The technical features shared by Groups I and II are a tubular container with an elastic 
sheet and a hydrostatic pressure medium charged between the tubular container and the elastic 
sheet (note the material worked upon and the manner by which the apparatus cooperates with the 
material worked upon does not further limit the scope of an apparatus claim, as set forth in 
MPEP 2115). JP 10-197429 to Muto et al. teaches a tubular container 1 1 with an elastic sheet 21 
and a hydrostatic pressure medium charged between the tubular container and the elastic sheet 
(Figure 4; abstract; on-line translation, sections [0007, 0014]). Therefore, unity of invention is 
lacking and restriction is proper. 

Additionally, the Examiner directs Applicant's attention to the newly cited Kaminaga et 
al., Nishioka, Yoshimura et al. and Mori et al. references that were used as primary references, in 
paragraphs 7-9 and 12 below, to reject the claims of the present invention and therefore also 
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show that the technical features shared by Groups I and n of the present invention do not define 
a contribution over the prior art. 

The requirement is still deemed proper and is therefore made FINAL . 

Claim Objections 

2. Claim 2 is objected to because of the following informalities: 
Claim 2, line 2: -be- should be inserted before "contacted". 
Appropriate correction is required. 

Oaim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 1-5 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

With respect to claim 1, it is unclear if Applicant intends for the elastic sleeves to be part 

of the Apparatus. Based on the present specification, it appears that the sleeves are part of the 

Apparatus; however, the present claim language does not establish that the sleeves are part of the 

Apparatus. Applicant is asked to clarify. It is suggested to amend the claim to state: 

A device for bonding ceramic structural bodies with a bonding agent comprising: 
a plurality of elastic sleeves; 

a tubular container with an elastic sheet disposed between the elastic sleeves and 
the tubular container; 

wherein a set of ceramic structural bodies provided with the bonding agent 
between bonding sur&ces of the structural bodies and provided with the elastic sleeves disposed 
on a peripheral surface of a set of the structural bodies are placed in the tubular container with 
the elastic sheet disposed between the elastic sleeves and the tubular container and the device 
charges a hydrostatic pressure medium between the tubular container and elastic sheet to press 
and bond the structural bodies. 
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C/fliw Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitied to a patent unless - 

6. Claims 1-5 are rejected under 35 U.S.C. 102(b) as being anticipated by Muto et al. (JP 
10-197429. of recordV 

As to claim 1, Muto teaches a tubular container 1 1 with an elastic sheet 21 and a 
hydrostatic pressure medium charged between the tubular container and the elastic sheet (Figure 
4; abstract; on-line translation, sections [0007, 0014]). Consequently, the device of Muto would 
be capable of bonding ceramic structural bodies with a bonding agent and elastic sleeves 
disposed on a peripheral surface of a set of the structural bodies. 

It is noted that the material worked upon (ceramic structural bodies, bonding agent, 
elastic sleeves) by the apparatus and the manner by which the apparatus cooperates with the 
material worked upon does not further limit the scope of an apparatus claim (MPEP 2115). And 
as for the features recited in the preamble ('for bonding ceramic structural bodies with a bonding 
agent'), this is a recitation of intended use and a manner in which an apparatus is intended to be 
used does not further limit the scope of an apparatus claim (MPEP 21 14). 

If Applicant amends the claim to positively recite the elastic sleeves as part of the 
apparatus, note that Muto teaches elastic sleeves/bodies 22 such that the elastic sheet 21 is 
disposed between the elastic sleeves 22 and the tubular container 1 1 (abstract; Figure 4; section 
[0007] of on-line translation). 
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Regarding claim 2, it is noted once again that the material worked upon (elastic sleeves) 
does not further limit the scope of an apparatus claim; however, the sleeves of Muto contact the 
ceramic structural bodies and would be capable of being compressed at a high pressing speed 
then a low pressing speed. Regarding claims 3 and 5, it is noted once again that the material 
worked upon does not further limit the scope of an apparatus claim. Regarding claim 4, it is 
noted once again that the material worked upon (elastic sleeves) does not further limit the scope 
of an apparatus claim; however, Muto teaches the sleeves and sheet being rubber 
7. Claims 1-5 are rejected under 35 U.S.C. 102fb^ as being anticipated bv Kaminaga et al. 
fUS 57729461 

As to claim 1, Kaminaga teaches a tubular container 3 with an elastic sheet 4/5 and a 
hydrostatic pressure medium charged between the tubular container and the elastic sheet (column 
9, lines 26-49). 

It is noted that the .material worked upon (ceramic structural bodies, bonding agent, 
elastic sleeves) by the apparatus and the manner by which the apparatus cooperates with the 
material worked upon does not further limit the scope ofan apparatus claim (MPEP 21 15). And 
as for the features recited in the preamble ("for bonding ceramic structural bodies with a bonding 
agent'), this is a recitation of intended use and a manner in which an apparatus is intended to be 
used does not further limit the scope of an apparatus claim (MPEP 2114). However, Kaminaga 
teaches the device being used to bond ceramic structural bodies with a bonding agent (abstract; 
column 1 1, lines 41-50). 

Regarding claim 2, it is once again noted that the material worked upon (elastic sleeves) 
does not further limit the scope of an apparatus claim. Regarding claims 3 and 5, it is noted once 
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again that the material worked upon by the apparatus does not further limit the scope of an 

apparatus claim. Regarding claim 4, it is once again noted that the material worked upon (elastic 

sleeves) does not further limit the scope of an apparatus claim; however, Kaminaga teaches the 

elastic sheet 4/5 being rubber (column 9, line 62; column 10, line 3 1-32). 

8. Claims 1-5 are rejected under 35 U S.C. 102fb) as being anticipated bv Nishioka (JP 4- 

3291041 

As to claim 1, Nishioka teaches a tubular container with an elastic sheet 3 and a 
hydrostatic pressure medium charged between the tubular container and the elastic sheet 
(abstract; Figures 1-2). 

It is noted that the material worked upon (ceramic structural bodies, bonding agent, 
elastic sleeves) by the apparatus and the manner by which the apparatus cooperates with the 
material worked upon does not further limit the scope of an apparatus claim (MPEP 2115). And 
as for the features recited in the preamble ('for bonding ceramic structural bodies with a bonding 
agent'), this is a recitation of intended use and a manner in which an apparatus is intended to be 
used does not further limit the scope of an apparatus claim (MPEP 21 14). However, Nishioka 
teaches the device being used to bond ceramic structural bodies (abstract) and therefore the 
device would be capable of bonding ceramic structural bodies with a bonding agent. 

If Applicant amends the claim to positively recite the elastic sleeves as part of the 
apparatus, note that Nishioka teaches elastic sleeves^odies 2 such that the elastic sheet 3 is 
disposed between the elastic sleeves and the tubular container (abstract; Figures 1-2). 

Regarding claim 2, it is noted once again that the material worked upon (elastic sleeves) 
does not further limit the scope of an apparatus claim; however, the sleeves of Nishioka contact 
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the ceramic structural bodies and would be capable of being compressed at a high pressing speed 
then a low pressing speed. Regarding claims 3 and 5, it is noted once again that the material 
worked upon does not further limit the scope of an apparatus claim. Regarding claim 4, it is 
noted once again that the material worked upon (elastic sleeves) does not fiirther limit the scope 
of an apparatus claim; however, Nishioka teaches the sleeves and sheet being rubber. 
9. Claims 1-3 and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by Yoshimura 
et al. fUS 5507896y 

*If Applicant amends the claims to positively recite the elastic sleeves as part of the 
apparatus, the following rejection is set forth to expedite prosecution: 

As to claim 1, Yoshimura teaches a device comprising a plurality of elastic sleeves 
10/1 1/12 (disposed on a peripheral surface of a set of ceramic structural bodies 3) that are placed 
in a tubular container 19 with an elastic sheet 4 disposed between the elastic sleeves and the 
tubular container wherein the device charges a hydrostatic pressure medium between the tubular 
container and the elastic sheet (to press and bond the structural bodies) (Figures 3-4; colunm 2, 
lines 55-57; colunm 4, lines 1-8; column 4, lines 38-57; column 4, lines 60-65). 

*7Zie Examiner would like to point out that Applicant 's claimed elastic 'sleeves " are not 
really 'sleeves ' in the true sense of the word, as clearly shown in Figure 3(b) of the present 
invention ('sleeves ' 7 on surface of ceramic structural bodies 21). Therefore, one would readily 
appreciate that the elastic 'sleeves' 10/11/12 of Yoshimura (Figure 3; column 2, lines 55-57; 
column 4, lines 61-62) clearly read on Applicant "s claimed elastic 'sleeves. ' 

It is noted that the material worked upon (ceramic structural bodies, bonding agent) by 
the apparatus and the manner by which the apparatus cooperates with the material worked upon 
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does not further limit the scope of an apparatus claim (MPEP 2115). And as for the features 
recited in the preamble ('for bonding ceramic structural bodies with a bonding agent'), this is a 
recitation of intended use and a manner in which an apparatus is intended to be used does not 
further limit the scope of an apparatus claim (MPEP 21 14). However, Yoshimura teaches the 
device being used to bond ceramic structural bodies, as discussed in the previous paragraph, and 
therefore the device of Yoshimura would be capable of bonding ceramic structural bodies with a 
bonding agent. 

Regarding claim 2, the sleeves of Yoshimura contact the ceramic structural bodies and 
would be capable of being compressed at a high pressing speed then a low pressing speed. 
Regarding claims 3 and 5, it is noted once again that the material worked upon does not further 
limit the scope of an apparatus claim. 

Oaim Rejections - 35 USC §103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

11. Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yoshimura et 
al. as applied to claim 1 above and further in view of Matsui et al. (US 4749421). 

As to claim 1, if it is not taken that the sheet 4 of Yoshimura is elastic, it would have been 
obvious to use such a material for the sheet 4 of Yoshimura, because such is well known and 
conventional in the art of bonding ceramic structural bodies when using a device that applies 
hydrostatic pressure to the bodies, as taught by Matsui (Figure 1 ; column 3, lines 3 1 -50). 
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Regarding claim 4, Yoshimura teaches the elastic sleeves 10/1 1/12 being rubber (column 
2, lines 55-57; column 4, lines 61-63) but it us unclear as to the material of the elastic sheet 4 of 
Yoshimura in view of Matsui. It would have been obvious to use rubber for the elastic sheet 4 of 
Yoshimura in view of Matsui because such is well known and conventional in the art of bonding 
ceramic structural bodies when using a device that applies hydrostatic pressure to the bodies, as 
taught by Matsui (Figure 1; column 3, lines 31-50). 

12. Claims 1-3 and 5 are rejected under 35 U.S.C. 103fa'> as being unpatentable over Mori et 
al. fUS 5370760^ in view of Yoshimura et al. 

♦If Applicant amends the claims to positively recite the elastic sleeves as part of the 
apparatus, the following rejection is set forth to expedite prosecution: 

As to claim 1, Mori teaches a device comprising a plurality of sleeves 14/17 (disposed on 
a peripheral surface of a set of ceramic structural bodies 13) that are placed in a tubular container 
22 with an elastic sheet 21 disposed between the sleeves and the tubular container wherein the 
device charges a hydrostatic pressure medium between the tubular container and the elastic sheet 
(to press and bond the structural bodies) (Figures 1-2; column 4, line 32 - column 5, line 2). 

It is unclear as to whether the sleeves 14/17 of Mori are elastic. It would have been 
obvious to use elastic sleeves for the sleeves of Mori because such is known in the art of bonding 
ceramic structural bodies when using a device that applies hydrostatic pressure to the bodies, as 
taught by Yoshimura (Figures 3-4; column 2, lines 55-61; column 4, lines 60-65), where elastic 
sleeves ensure that uniform pressure is applied to all surfaces of the ceramic structural bodies so 
as to prevent warping. 
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*The Examiner would like to point out that Applicant *s claimed elastic 'sleeves ' are not 
really 'sleeves * in the true sense of the word, as clearly shown in Figure 3(b) of the present 
invention ('sleeves ' 7 on surface of ceramic structural bodies 21). Therefore, one would readily 
appreciate that the elastic 'sleeves * 14/17 of Mori (Figure 1) in view of Yoshimura clearly read 
on Applicant 's claimed elastic 'sleeves. ' 

It is noted that the material worked upon (ceramic structural bodies, bonding agent) by 
the apparatus and the manner by which the apparatus cooperates with the material worked upon 
does not further limit the scope of an apparatus claim (MPEP 2115). And as for the features 
recited in the preamble ('for bonding ceramic structural bodies with a bonding agent'), this is a 
recitation of intended use and a manner in which an apparatus is intended to be used does not 
further limit the scope of an apparatus claim (MPEP 2114). However, Mori teaches the device 
being used to bond ceramic structural bodies, as discussed in the previous paragraphs, and 
therefore the device of Mori would be capable of bonding ceramic structural bodies with a 
bonding agent. 

Regarding claim 2, the sleeves of Mori contact the ceramic structural bodies and would 
be capable of being compressed at a high pressing speed then a low pressing speed. Regardmg 
claims 3 and 5, it is noted once again that the material worked upon does not further limit the 
scope of an apparatus claim. 

13. Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Mori et al. and 
Yoshimura et al. as applied to claim 1 above, and further in view of Matsui et al. 

As to claim 1, if it is not taken that the sheet 21 of Mori is elastic, it would have been 
obvious to use such a material for the sheet 21 of Mori, because such is well known and 
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conventional in the art of bonding ceramic structural bodies when using a device that applies 
hydrostatic pressure to the bodies, as taught by Matsui (Figure 1; column 3, lines 31-50). 

Regarding claim 4, Mori in view of Yoshimura teaches the elastic sleeves 14/17 being 
rubber (Yoshimura at column 2, lines 55-57; colunm 4, lines 61-63) but it us unclear as to the 
material of the elastic sheet 21 of Mori in view of Matsui. It would have been obvious to use 
rubber for the elastic sheet 21 of Mori in view of Matsui because such is well known and 
conventional in the art of bonding ceramic structural bodies when using a device that applies 
hydrostatic pressure to the bodies, as taught by Matsui (Figure 1; column 3, lines 3 1-50). 

Conclusion 

Any inquiry concerning this conmiunication or eariier conmiunications from the 
examiner should be directed to Jessica L. Ward whose telephone number is 571-272-1223. The 
examiner can normally be reached on Mon-Fri between 9AM and 6:30PM. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Richard D. Crispino can be reached on 571-272-1226. The fex phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 


Jessica L. Ward 
Primary Examiner 
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